
LIEFF, CABRASER, HEIMANN & BERNSTEIN, LLP
ATTORNEYS AT LAW

EMBARCADERO CENTER WEST

275 BATTERY STREET, 29TH FLOOR

SAN FRANCISCO, CALIFORNIA  94111-3339

TELEPHONE: (415) 956-1000

FACSIMILE: (415) 956-1008

mail@lchb.com
www.lchb.com

NEW YORK

NASHVILLE

December 16, 2011

VIA ELECTRONIC CASE FILING AND MESSENGER

The Honorable Susan Illston
United States District Court
Northern District of California
450 Golden Gate Avenue
San Francisco, CA 94102

Re: James v. UMG Recordings, Inc., N.D. Cal. Case No. CV 11-01613 SI
Zombie v. UMG Recordings, Inc., N.D. Cal. Case No. CV 11-02431 SI

Dear Judge Illston:

Pursuant to the Court’s Standing Order, Plaintiffs and Defendant UMG Recordings, Inc. 
(“UMGR”) respectfully submit this joint statement regarding a discovery dispute they were 
unable to resolve through meet and confer.  The dispute concerns Plaintiffs’ requests for: (a) 
agreements between recording artists and producers and UMGR and its various predecessors-in-
interest; and (b) documents and testimony from the case, F.B.T Productions, LLC et al. v. 
Aftermath Records et. al. (“F.B.T.”) that are not publicly available.  These issues were discussed 
at the most recent Case Management Conference (“CMC”), held in these cases on November 4, 
2011, but remain unresolved.

Plaintiffs’ Statement  Artist/Producer Agreements:   Plaintiffs allege UMGR failed to properly 
pay royalties for digital download and ringtone licenses, to Plaintiffs and the putative class 
members pursuant to agreements they entered into with UMGR and its labels between 1965 and 
2004.  See James Docket No. 1 at 9, ¶ 32.  UMGR has indicated it will oppose class certification 
on the grounds that the agreements at issue purportedly vary too much to make class-wide 
adjudication appropriate.  Plaintiffs thus requested the production of all agreements between the 
putative class members and UMGR (including its various labels) during the class period.  More 
than four months later, UMGR has produced only a tiny fraction of the agreements.  

The requested agreements are plainly relevant to these cases and to class certification.  
UMGR has represented to Plaintiffs and the Court that there are likely tens of thousands of 
responsive agreements.  During the most recent CMC, UMGR represented that it would begin 
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producing agreements within two or three weeks, and that it anticipated producing agreements on 
rolling basis.  More than a month later, on December 5, 2011, Plaintiffs received the first 
production of agreements from UMGR, which consisted of less than 50 agreements, all from a 
single year, 2003, and from only some of UMGR’s many labels. 

UMGR has already had more than four months to collect and produce responsive 
agreements, and there is no excuse (other than the failure to devote the necessary resources) for 
the fact that, during that time, UMGR has only produced a tiny fraction of the agreements at 
issue.  Plaintiffs respectfully ask the Court to order UMGR to produce all of the agreements on a 
reasonable schedule.  Plaintiffs would suggest that, if the documents are to be produced on a 
rolling basis, we would be satisfied with a schedule that concludes in approximately 60 days.  If 
UMGR maintains its current production pace, it could be more than a year before all agreements 
are produced.  That is clearly too long, and would delay extensively certification and the rest of 
the litigation.  Plaintiffs are represented by resourced counsel with extensive experience 
conducting large document reviews, and are fully prepared to review the agreements at a far 
faster pace than UMGR apparently intends to produce them.1  

F.B.T. Documents:  UMGR refuses to commit to producing most of the documents from 
the F.B.T. case, even though such documents are: (a) within UMGR’s possession, custody and 
control;2 and (b) within the proper scope of discovery under applicable federal rules.  The Court 
should order UMGR to produce the requested documents forthwith.3  

The alleged misconduct challenged in F.B.T. was the same as in these cases.  See F.B.T., 
621 F.3d 958 (9th Cir. 2010); James Docket No. 1 (Complaint), ¶¶  1-11.  Certain of the 
pleadings filed in F.B.T. are publicly available, and Plaintiffs have already retrieved those 
documents.  However, a large portion of the F.B.T. pleadings, including the papers filed in 
support of and opposition to the summary judgment motion, were filed under seal.  Also not 
publicly available are other critical portions of the record, such as the reports prepared by the 
parties’ experts; transcripts of the depositions of defendants’ employees and corporate designees, 
the designees of the third party digital download vendors, and defendants’ experts; the trial 
exhibits; the other documents produced by UMGR and Aftermath to plaintiffs in discovery; and 
hearing transcripts.  These materials contain information that may be highly pertinent to the 
issues in these cases.   

UMGR has only produced a relatively small subset of the F.B.T. documents, and has not 
committed to producing the rest, let alone committed to a time for that.  The primary objection 
UMGR has offered is that such production would be burdensome.  However, UMGR itself 

  
1 As for UMGR’s characterization of the agreements, the few relevant provisions will say what they say.  The sooner 
the agreements are produced, the sooner the parties can review them.
2 UMGR and its label, Aftermath Records, were defendants in the F.B.T. case.  Any suggestion that UMGR does not 
have access to the requested documents is without merit.
3 The requests at issue are Request Nos. 2 through 19 of Plaintiffs’ First Set of Requests for Production of 
Documents, served in the James case.  For the Court’s reference, a copy of the relevant requests and UMGR’s 
responses and objections thereto are attached as Exhibit A.
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indicated that the requested documents total approximately 75,000 pages.  Moreover, since these 
documents are almost certainly maintained in a single place, and are very likely organized and 
maintained electronically by UMGR’s counsel in the F.B.T. case, producing these documents 
would no doubt be far less burdensome than the extensive document search, review, and 
production routinely required of parties in complex civil litigation.4

UMGR also asserts that the production of the F.B.T. documents would be burdensome 
because they contain “confidential” information.  The vast majority of confidentiality 
designations made with respect to the documents requested were made by UMGR, itself; of 
course, UMGR may designate these materials, as appropriate, as confidential and subject to the 
protective Order entered in these cases (James Docket No. 48; Zombie Docket No. 32), but this 
is no great burden.  As for documents designated as confidential by non-parties in F.B.T. (likely 
a small minority of the documents), those too could be addressed and produced in accordance 
with the terms of the protective Order here.  (James Docket No. 48, § 9; Zombie Docket No. 32, 
§ 9.)  While third parties may need to be involved in this process, and that may slow down the 
production of documents designated confidential by third parties, that ought not slow the 
production of the bulk of the documents, from the files of UMGR. 

UMGR’s Statement Artist/Producer Agreements:   UMGR’s production of agreements with 
recording artists and producers is proceeding apace and does not require the Court’s intervention.  
Indeed, since it began two weeks ago, the pace of UMGR’s production has been increasing.  
UMGR produced 49 agreements on December 2, and then produced 414 agreements in the past 
week.  But what Plaintiffs fail to address is that “UMGR” encompasses numerous current and 
former record labels, all of whose recording and producer agreements encompassing a forty-year 
period have been requested by Plaintiffs.  Those agreements are intermingled in UMGR’s files 
with all sorts of other types of agreements (e.g., agreements with photographers, agreements with 
video production companies, marketing agreements, agreements to permit third parties to use 
recordings in motion pictures, commercials, television shows, etc.).  There is no precedent for 
the massive production of agreements sought by Plaintiffs.  

Even more important, though Plaintiffs are demanding that the pace of UMGR’s 
production increase, they have not explained what infrastructure they have put in place to review 
and analyze these agreements at a pace faster than 200 per week or suggested that their review of 
the agreements has been able to keep up with the pace of UMGR’s production thus far.   The 
agreements being produced are not form agreements.  Each agreement is an individually 
negotiated, long-form agreement between sophisticated parties, typically seventy or more pages 
long, including several pages of detailed, complex royalty provisions and definitions regarding 
the numerous defined terms used therein.   For Plaintiffs to meet their burden to establish all the 
elements necessary for class certification, they will need to show how a jury could viably resolve 
“in one stroke” – Wal-Mart Stores, Inc. v. Dukes, – U.S. –, 131 S. Ct. 2541, 2551 (2011) –
complex royalty issues arising from many thousands of individually negotiated agreements with 

  
4 Notably, approximately 48,000 pages (i.e., about 2/3) of the F.B.T. documents requested are the trial exhibits, 
which are almost certainly maintained electronically in a single place.
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different applicable royalty provisions, and different limitations periods governed by the laws of 
different states.  See, e.g., Broussard v. Meineke Disc. Muffler Shops, 155 F.3d 331, 340 (4th Cir. 
1998) (“plaintiffs simply cannot advance a single collective breach of contract action on the basis 
of multiple different contracts.”).  Even if Plaintiffs seek improperly to bypass their burden by 
proffering conclusory and inaccurate assertions that all of the thousands of agreements are 
“basically” the same, UMGR (out of an abundance of caution) and the Court will still need to 
perform the necessary analysis. “The United States Supreme Court requires district courts to 
engage in a ‘rigorous analysis’ of each Rule 23(a) factor” and “a district court must consider the 
merits if they overlap with the Rule 23(a) requirements.”  Ellis v. Costco Wholesale Corp., 657 
F.3d 970, 980 (9th Cir. 2011) (emphasis in original).  Absent any proposed and realistic plan for 
the review and analysis of UMGR’s complex commercial agreements, no court order governing 
the pace of production is necessary or appropriate at this time.

F.B.T. Documents:  Plaintiffs have requested essentially ten categories of documents 
from the F.B.T. litigation. UMGR has produced to Plaintiffs the bulk of five of these categories –
trial transcripts5; hearing transcripts; trial briefs; jury instructions; and the trial exhibits that do 
not implicate third party confidentiality concerns.6 However, there are serious issues attendant to 
the remaining five categories Plaintiffs have requested: (1) expert reports; (2) motion in limine
briefing; (3) summary judgment filings; (4) discovery motion-related materials; and (5) 
depositions (with exhibits).  From the outset, Plaintiffs have demanded that UMGR produce 
every single page of what Plaintiffs collectively refer to as “the F.B.T. documents” – over 75,000 
pages – without exception and without discussion, and Plaintiffs have refused to conduct the 
meaningful meet and confer this Court’s rules require.  As a result, this Court is being asked to 
micromanage issues the parties could easily resolve if Plaintiffs were interested in doing so 
rather than in tactical gamesmanship.    

The F.B.T. documents that are not publicly available were filed under seal because they 
contain material designated confidential by one of the parties to the action (UMGR or the 
plaintiffs) or a third party (such as Apple or T-Mobile).  Many were designated Confidential -
Attorneys-Eyes-Only, prohibiting even UMGR’s outside counsel in this case from seeing them 
or knowing their contents.  The federal district court in F.B.T. has already agreed that this 

  
5 Only 23 pages of the trial transcript have been excluded, because these were deemed “highly confidential” by the 
District Court in the F.B.T. case.  These limited portions of the trial transcript concern the terms of a highly 
confidential agreement designated as such by third party Apple, Inc., and the highly confidential financial terms of 
an agreement related to the sale of a portion of Andre Young’s interest in Aftermath Records, which has nothing to 
do with the exploitation of permanent downloads or the appropriate royalty for such uses.  Because these pages were 
designated confidential by third parties (Apple and Mr. Young), UMGR is precluded by the Court’s orders in the 
F.B.T. case from producing them.

6 UMGR’s production has excluded only those trial exhibits (i) that were designated confidential by a party other 
than UMGR (the F.B.T. plaintiffs, Apple, or T-Mobile), (ii) the royalty statements of the recording artist Marshall 
Mathers p/k/a Eminem, which have no relevance to this case and implicate Eminem’s private financial information, 
and which Plaintiffs’ lawyers have no possible need to see, and (iii) a few agreements between UMGR and third 
party vendors for which contractual notice of production is required.
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material implicates serious confidentiality concerns justifying the “under seal” filing in the first 
place (as is the practice in the Central District, to file “under seal,” the parties had to make a 
separate motion detailing the reasons for confidential treatment).  UMGR and its counsel in the 
F.B.T. case, Munger Tolles & Olson (“MTO”), could be held in contempt for releasing such 
documents to Plaintiffs (or even to UMGR’s own outside counsel in this case).  MTO estimates 
it would take at least 88 hours to manually review all of the documents Plaintiffs have requested 
to determine where the confidential material resides and which party (or non-party) designated it, 
redact the confidential material that MTO is prohibited from disclosing, and prepare the redacted 
documents for production by UMGR (the “Confidentiality Review”).  As discussed below, many 
of “the F.B.T. documents” that have not been produced are not even conceivably relevant to this 
action.  Before UMGR is required to undertake a lengthy Confidentiality Review of such 
documents, Plaintiffs should be required to explain why such documents are relevant, and work 
with UMGR to develop a fair and workable solution to avoid such busywork.  For example: 

•  What Plaintiffs call “the F.B.T. case” is actually a four-year, multi-issue litigation in 
which discovery on a wide variety of issues was also combined with discovery in a Michigan 
copyright infringement case brought by a music publisher against Apple and Aftermath Records 
(neither parties to this case) which concerned whether Apple and Aftermath had obtained certain 
publishing licenses to exploit nearly 100 musical compositions on iTunes (the “Eight Mile” 
litigation).  Because witnesses overlapped between Eight Mile and F.B.T., depositions were 
taken in both cases simultaneously.  As a result, a substantial proportion of the “depositions and 
exhibits” Plaintiffs seek are not even related to F.B.T. at all, let alone the issues in this case.    

•  Even apart from Eight Mile, F.B.T. alone was really two consolidated cases: the claim 
the Ninth Circuit eventually ruled upon which Plaintiffs assert is relevant to the present lawsuit, 
and another lawsuit involving numerous accounting issues specific to Eminem’s and F.B.T.’s 
recording agreements which had nothing to do with the royalty treatment of permanent 
downloads or mastertones.  Plaintiffs cannot possibly explain how documents related to issues 
other than the first one have any potential relevance to this case. 

•  The non-public “motion in limine briefing” involved highly controversial and 
prejudicial documents and information.  Many of these motions in limine were granted by the 
court in F.B.T. (for both sides), suggesting that, in retrospect, such materials should never have 
been subject to discovery at all.  Such excluded material by definition was not considered by 
either the jury when it found for UMGR, or the Ninth Circuit when it issued its opinion, and 
should not be automatically discoverable in this case, without individualized consideration of the 
issues that motivated their exclusion from evidence in F.B.T.  Similarly, the “discovery motion 
related documents” include many motions concerning issues with no relation to the royalty issue 
on which Plaintiffs base their claims here.

Accordingly, UMGR asks that the Court order Plaintiffs to do what UMGR has been 
asking them to do all along – engage in a real, meaningful meet and confer process with UMGR 
regarding “the F.B.T. documents.”  There simply is no excuse for Plaintiff’s refusal to even try to 
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do so.  UMGR is confident that such a process will result in the elimination, or significant 
narrowing, of the F.B.T.-related discovery issues with which the Court need be involved.  

Dated:  December 16, 2011 By: /s/ David M. Given
David M. Given

Nicholas A. Carlin 
Kara M. Wolke
Alexander H. Tuzin
PHILLIPS, ERLEWINE & GIVEN LLP

Leonard B. Simon 
LAW OFFICES OF LEONARD B. SIMON

Michael W. Sobol 
Eric B. Fastiff
Roger N. Heller
LIEFF CABRASER HEIMANN & BERNSTEIN LLP

Attorneys for Plaintiffs

Dated:  December 16, 2011 By: /s/_ Jeffrey D. Goldman
Jeffrey D. Goldman

JEFFER MANGELS BUTLER & MITCHELL LLP

Attorneys for Defendant

949069.3
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